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- The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, nruiy a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 
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• If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 
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Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )M Responsive to communlcation(s) filed on Oath & Declaration of 2-13-2004 . 
2a)n This action is FINAL. 2b)[3 This action is non-final. 

3) n Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 . 453 O.G. 213. 
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4) 13 Claim(s) 7-29 is/are pending in the application. 
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5) n Claim(s) is/are allowed. 

6) IEI Claim(s) 1-29 is/are rejected. 
?)□ Clalm(s) is/are objected to. 

8) 0 Clalm(s) are subject to restriction and/or election requirement. 

Application Papers 
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Replacement drawing sheet(s) including the con-ection is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
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Priority under 35 U.S.C. § 119 
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DETAILED ACTION 

1 . It is noted that USPTO has received an Oath & Declaration filed on February 13, 2004. 
The examiner accepts the drawing with only one figure filed with this application on October 
13,2003. Claims 1-29 are now pending. An action follows. 

Specification 

2. The disclosure is objected to because of the following informalities: 

(a) On page 1 at line 8, recitation of "homogenous" should be changed to 
"homogeneous". 

(b) On page 8 at lines 2 and 5 as well as throughout the specification, all recitations of 
"psia" are wrong and should be changed to '*psi". Please refer to line 3 for unit of pressure. 

(c) On page 12 at lines 2 of Table 1 as well as throughout the specification, all recitations 
of "psig" are wrong and should be changed to "psi". Please refer to Une 3 for unit of pressure. 



Appropriate corrections for (a) - (c) are required. 
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Double Patenting 



3 . The nonstatutory double patenting rejection is based on a judicially created doctrine grounded in public 
policy (a policy reflected in the statute) so as to prevait the unjustified or improper timewise extension of the "right 
to exclude" granted by a patent and to prevent possible harassment by multiple assignees. See In re Goodman, 1 1 
F.3d 1046, 29 USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Or. 1985); In re Van 
Omum, 686 R2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 1970);and, 
In re Thorington. 418 F.2d 528, 163 USPQ 644 (CCPA 1969). 

A timely filed terminal disclaima* in compliance with 37 CFR 1.321(c) may be used to overcome an actual 
or provisional rejection based on a nonstatutory double patenting ground provided the conflicting application or 
patent is shown to be commonly owned with this application. See 37 CFR 1 . 130(b). 

Effiective January 1, 1994, a registered attorney or agent of record may sign a taminal disclaimer. A 
terminal disclaimer signed by the assignee must fiilly comply wifli 37 CFR 3.73(b). 



4. Claims 1-5 and 7-8 are provisionally rejected under the judicially created doctrine of 
obviousness-type double patenting as being unpatentable over Claims 1-5 and 7-8 of copending 
Application No. 10/677,746, now USPG-PUB 2005/0075460 Al to McHugh et al (with 
priority date 10-3-2003 and the same assignee). 



This is a provisional obviousness-type double patenting rejection since the conflicting 
claims have not yet been patented. Although the conflicting claims are not identical, they are not 
patentably distinct from each other. The subject matter claimed in the instant application is 
obviously disclosed in the referenced copending application and would be covered by any patent 
granted on that copending appUcation since the referenced copending application and the instant 
appUcation are claiming common subject matter, as follows: 

Parent Claim 1 and its dependent Claims 2-5 and 7-8 of present appUcation relate to a 
process for producing homogenous blends of chemical agents and polymers in the presence of a 
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supercritical carbon dioxide while both conq3onents have functional groups, which can be 
reacted or associated with each other. 

In a close examination, Claims 1-5 and 7-8 in copending Application No. 10/677,746, 
now USPG-PUB 2005/0075460 Al to McHugh et al, relate to the process for producing 
homogenous blends of chemical agents and elastomeric fluoroolvmers in the presence of a 
supercritical carbon dioxide while both con5)onents have functional groups, which can be 
reacted or associated with each other. 

In a close examination, the process of Claims 1-5 and 7^8 are found to be exactly the 

same as that of Claims 1-5 and 7-8 of present application except the use of "polymers". It is 

noted that polymer is a genus while elastomeric fluoroolymer is a species. An elastomeric 

iiy 

fluoroolymer is a polymer, while a polymer is not necessa^to be an elastomeric 
fluoroolymer* In view of the statement on specification on page 5 at lines 
9-10, the polymers of interest in present appKcation may include most fluoroelastomers, 
hydrocarbon elastomers, and other amorphous polymers. Therefore, both appUcants are 
not patentably distinct and an ODP rejection is applied. 

Claim Rejections - 35 USC§ 112 

5. The following is a quotation of the second paragraph of 35 U.S. C. 112: 
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The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter, >^ch the applicant regards as his inventioa 

Claims 26 and 27 are rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. 

On Claim 26 at line 2 and Claim 27 at line 2, the term "approximately" or ''significant'' 
is a relative term, which renders the claim indefinite. Both "approximately" and ''significant" 

are not defined by the claim, the specification does not provide a standard for ascertaining the 
requisite degree, and one of ordinary skill in the art would not be reasonably apprised of the 
scope of the invention. The Examiner suggests changing to a clear language. The Applicants 
also need to check such a wording having a defined statement in specification. Otherwise, it is 
unknown about the ceiling. 

Claim Rejections - 35 USC §102 

6. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 
A person shall be entitied to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 
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7. The limitation of parent Claim 1 in present invention relates to a process for producing 
homogenous blends of chemical agents and polymers, comprising: 

(A) combinine. in the presence of a ^^^^^M^ carbon dioxide, at least one polymer 
capable of expansion in the presence cf said ^^^^^^ carbon dioxide, which includes at 
least one functional group distributed at one or more locations along its chemical backbone, 
with at least one chemical asent which includes at least one functional group, which is 
capable of associating with said at least one functional group distributed at said one or more 
locations along the chemical backbone of said polymer, said combining step permits said at 
least one chemical agent to impregnate within said at least one polymer; 

(B) uermittins said at least one functional group on said chemical agent to associate with 
said one functional group distributed at said one or more locations along the chemical 
backbone of said polymer, said permitting step producing a blend wherein said at least one 
polymer is associated with said at least one chemical agent at at least one of said one or more 
locations along the chemical backbone of said polymer; and 

(C) separatins said ^^^m^^mA carbon dioxide. 
See other limitations of dependent Claims 2''29. 

8, Claims 1-29 are rejected under 35 U.S.C. 102(b) as being anticipated by Daly et al. (US 
5,766,522), 

Regarding the limitations of parent Claim 1, Daly et al. disclose a continuous process to 
prepare powder coating compositions by first feeding in a continuous extruder, then contacting a 
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mixture of (A) at least one polymer resin and CB) at least one additional powder coating 
ingredient including curing agent , in a process medium fluid specifically in the form of 
supercritical fluids or liquefied gases to effectively reduce the viscosity of the powder coating 
precursors (the components (A) and (B)) so that to allow a processing at a lower temperature 
(column 3, line 52-63; column 4, line 16-22; abstract, Une 1-7; see curing agent at column 16, 
line 23-38 and column 2, line 47; see supercritical carbon dioxide as a medium at column 6, 
line 1-10 and column 11, line 10-22; co-solvent(s) may be added if necessary, see column 11, 
line 23 column 12, line 8). 

Daly et al. further disclose that both thermoplastic and thermoset base resins can be used 
in conq)onent (A). With respect to the required functional group(s) on both con5)onents (A) and 
(B), various types of epoxy resin, hydroxyl- or carboxyl-functional polyester can be cured 
with aminoplast curing agent or diisocyanate compound (column IS, Une 1 - column 17, line 
39). Daly et al. furthermore disclose that spray drying can be used to separate the medium fluid 
from the product (column 10, line 52 - column 1 1, hne 2). 

9. Regarding Claims 2-3 and 8, the amount of aminoplast curing agent for curing is 
preferably sufficient to substantially completely react with all of the hvdroxvl functionalities 
(column 16, line 23-38). 
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With respect to Claim 5, both aminoplast curing agent and diisocyanate conq)ound can 
be used together for curing with functional polymer. It is noted that at least one additional 
powder coating ingredient can be used in component (B). 

Regarding Claims 4 and 6-7, it is noted that at least one polymer resin including epoxy 
resin, hydroxyl- and carboxyl-functional polyester can be used in conq)onent (A). 

Regarding Claim 9, both thermoplastic and thermoset base resins can be used in 
conponent (A) (column 15, line 1 - column 17, line 39). Poly(ethylene-co-vinyl acetate) is one 
of those polymers. 

Regarding Claim 10, the curing agents can be generally provided in an amount sufficient 
to react with at least one-half the hydroxyl groups of resin (column 16, line 23-25). 

Regarding Claims 11-15 and 28, the statement disclosed on column 4 at lines 52-67 
alleges that ''the molten extruded powder coating precursor is processed through the melt 
pump to form a powder coating precursor stream of increased pressure " and then 'the 
supercritical media is appUed" would cover the limitations of Claims 11-15 and 28. 



Regarding Claims 16-17 and 29, Daly discloses that spray drying and the like can be 
used to separate the medium fluid from the product (column 4, line 12-14; column 10, Hne 52 - 
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column 1 1 , line 2). The reactor scale would certainly decide the speed of pressure reduction to 
remove carbon dioxide (column 10, line 60-62). 

Regarding Claim 18, both thermoplastic and thermoset base resins can be used in 
component (A) (column 15, line 1 - column 17, Une 39). Polymer with biodegrability is one of 
those polymers. 

Regarding Claims 20-21, supercritical carbon dioxide is used as above. 

Regarding Claims 18-19 and 22-23, various types of additive including dyes and the like 
as known in the art may be included (column 18, line 41 - column 19, Kne 32). 

Regarding Claim 24-27, the statement disclosed on column 1 1 at lines 23 - column 13, 
line 42 by using various types of co-solvent(s) would cover the limitations of Claims 24-27. 

10. Claims 1-29 are rejected under 35 U.S.C. 102(b) as being anticipated by Mandel et al. 
(US 5,548,004). 

Regarding the limitations of parent Claim 1, Mandel et al. disclose a method of 
producing coating material by mixing at least a polymer resin, at least a curing agent and 
other additives in supercritical carbon dioxide media (column 1, line 44-58; abstract, line 1-15; 
column 2, line 12-43; particularly see column 2 at line 12-19). (See hvdroxvl-. carboxvl- and 
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epoxv-functionalized polvmer resins at column 6, line 20-45; see triglvcidvlisocvanurate 
(TGIC) is used as curing agent at column 7, line 9-21 and also see other types of curing agent 

column 6, line 28-32). The stepwise process disclosed on column 8 at lines 8-38 would cover 
the limitation of the claimed process. Mandel et al. further disclose that depressurizing can be 
used to separate the medium fluid from the product (column 7, hne 59-67). Attention is on 
column 2 at lines 12-19 regarding the statement as "curing agents and polymer resins may be 
used together" in this regard. 

1 1 . Regarding Claims 2-3, 8 and 10, many types of curing agent are used (column 7, line 9- 
21; column 6, line 28-32). For example, the amount of TGIC curing agent for curing with 
Araldite polyester resin is 4.5 to 56. 1 % by weight (column 7, line 9-21). Other ratio may be 
used throughout the disclosure 

With respect to Claim 5, attention is on column 2 at hnes 12-19 regarding the statement 
as "curing agents (or more than one curing agents) can be used for curing with functional 
polymer(s). 

Regarding Claims 4 and 6-7, attention is on column 2 at hnes 12-19 that at least one 
polvmer resin including epoxy resin, hydroxyl- and carboxyl-functional polyester can be 
used together in this regard (column 6, line 20-28). 
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Regarding Claim 9, both thermoplastic and thermoset base resins can be used in resin 
con:q)onent (column 6, line 20-28). Poly(ethylene-co-vinyl acetate) is one of those polymers. 

Regarding Claims 11-15 and 28, the statement disclosed on column 8 at Unes 8-38 and 
column 5 at lines 1-20 would cover the limitations of Claims 1 1-15 and 28. 

Regarding Claims 16-17 and 29, Mandel discloses that depressurizing can be used to 
separate the medium fluid from the product (column 7, line 59-67), other method including spray 
drying and the like as known in the art can also be used to separate the medium fluid from the 
product. The reactor scale would certainly decide the speed of pressure reduction to remove 
carbon dioxide. 

Regarding Claim 18, both thermoplastic and thermoset base resins can be used in resin 
conponent (A) (column 6, Une 20-28). Polymer with biodegrability is one of those polymers. 

Regarding Claims 20-21, supercritical carbon dioxide is used as above. 

Regarding Claims 18-19 and 22-23, various types of additive including pigments or dyes 
and the like as known in the art may be included (column 6, line 33-45). 

Regarding Claim 24-27, the statement disclosed on column 5, lines 27 - column 6, line 
19 by using various types of co-solvent(s) would cover the limitations of Claims 24-27. 
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Conclusion 

1 2. The prior art made of record and not relied upon is considered pertinent to applicants' 
disclosure. The following references relate to a process for producing homogenous blends of 
chemical agents and fiinctionalized polymers in the presence of sapiarcritical; carbon dioxide: 

US Patent No. 6,407,165 Bl to Wang et al. only disclose the preparation of elastomeric 
compositions for danping by adding an unsaturated damping additive to a vulcanizable 
composition of matter such as a functionalized polymer resin (abstract, line 1-5; column 9, line 
1 1-42). However, supercritical medium is not disclosed or suggested . Therefore, Wang 
fails to teach or fairly suggest limitations of present appHcation. 

13. Any inquiry concerning this communication or earlier communication from the examiner 
should be directed to Henry S. Hu whose telephone number is (571) 272-1103 . The examiner can 
be reached on Monday through Friday from 9:00 AM -5:00 PM. 

If atten5)ts to reach the examiner by telephone are unsuccessfiil, the examiner's 
supervisor, David Wu, can be reached on (571) 272-1 1 14. The fax number for the organization 
where this application or proceeding is assigned is (703) 872-9306 for all regular 
communications. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system Status information for published apphcations 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR . 
system, see <http://pair-direct.uspto.gov> . Should you have questions on access to the Private 
PAIR system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 



Henry S. Hu 




Patent Examiner, Art Unit 1713, USPTO 




May 12, 2005 
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